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DETAILED ACTION 

This Office Action is responsive to the Amendment filed on January 22, 2007. The 
Applicant has cancelled withdrawn claims 60-100 and 102-1 13; amended independent 
claim 52; and added new claims 1 14-127. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 52 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 52, the phrase "being constructed of a material such that" 
renders the claim indefinite. "Wherein" may raise a question as to the limiting effect of 
the language in a claim. The determination of whether each of these clauses is a 
limitation in a claim depends on the specific facts of the case. In Hotter v. Microsoft 
Corp., 405 F.3d 1326, 1329, 74 USPQ2d 1481, 1483 (Fed. Cir. 2005). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 52, 114, 115, 121, 122 are rejected under 35 U.S.C. 102(b) as anticipated 
by Clough, U.S. Pat. No. 5,601 ,945. 

Clough teaches an anode being constructed of a material such that the anode is 
a chemically rechargeable anode (col. 31, lines 1-4; col. 16, lines 35-50), wherein at 
least a portion of the anode is liquid (col. 6, lines 40-53; col. 8, lines 7-22) at a 
temperature at which the anode is operated. The anode of claim 52, wherein the anode 
comprises tin (col. 1 , lines 37-62; col. 4, lines 24-40). The anode of claim 52, wherein 
the anode is chemically rechargeable to a reduced state from an oxidized state 
comprising an oxide selected from the group consisting of a metal oxide and a mixed 
metal oxide (col. 4, lines 24-37). 

* - 

Thus, the claims are anticipated. 

Claim Rejections - 35 USC § 102/103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 116-120, 123-127 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Clough, U.S. Pat. No. 
5,601,945. 

Clough teaches an anode as described above. 
Thus, the claims are anticipated. 
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However, if the claims are not anticipated, they are obvious because although 
the prior art of record does not recite the temperatures at which the anode is operable, if 
a prior art structure is capable of performing the intended use as recited in the 
preamble, then it meets the claim. See, e.g., In re Schreiber, 128 F.3d 1473, 1477, 44 
USPQ2d 1429, 1431 (Fed. Cir. 1997). 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Chiang et al., U.S. Pat. No. 6,599,662 B1, teach a tin oxide 
anode. Olsen et al., U.S. Pat. No. 5,455,127, teach a tin oxide anode. 

Response to Arguments 

8. Applicant's arguments with respect to above claims have been considered but 
are moot in view of the new ground(s) of rejection. 

< 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Angela J. Martin whose telephone number is 571-272- 
1288. The examiner can normally be reached on Monday-Friday from 9:00 am to 5:00 
pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



AJM 




